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REMARKS 

Restriction/Election 

Claims 1-50 were restricted under 35 U.S.C. § 121 to one of the following inventions: I. 
claims 1-46 drawn to methods of performing surgery on a knee/leg; and II. claims 47-50 drawn to a 
surgical cutting device. In the Office Action, the inventions were asserted to be distinct because 
"the apparatus as claimed can be used to practice another and materially different process, such as 
being used in cutting application for surgeries in other parts of the body, or even outside of the 
body, such as cutting through wood.' 5 

A product and a process of using the product can be shown to be distinct inventions if 
either or both of the following can be shown: (A) the process of using as claimed can be 
practiced with another materially different product; or (B) the product as claimed can be used in a 
materially different process. The burden is on the examiner to provide an example, but the 
example need not be documented. If the applicant either proves or provides a convincing 
argument that the alternative use suggested by the examiner cannot be accomplished, the burden 
is on the examiner to support a viable alternative use or withdraw the requirement. MPEP 
§806.05(h). 

Applicant hereby elects Group I, with traverse. Applicant traverses the restriction in that 
the provided example fails to show that the product as claimed can be used in a materially 
different process. Applicant contend that the example is incorrect in that claims 47-50 each 
recite "a surgical device for cutting an inner side of a patella 5 ' such that the claims are analogous 
in scope to claims 1-46, which recite "a method of performing surgery on a leg of a patient." 
Furthermore, the use of the device of claims 47-50 on different body parts does not make use of 
the product ''materially' 1 different. 

Accordingly, Applicant respectfully submits that the burden is on the Examiner to support 
a viable alternative use or withdraw the requirement. 
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Conclusion 



In light of the foregoing remarks, this application is now in condition for an examination 
on the merits, and early action is respectfully requested. If any questions remain regarding this 
response or the application in general, a telephone call to the undersigned would be appreciated 
since this should expedite the prosecution of the application for all concerned. Please charge any 
required fee (or credit any overpayments of fees) to the Deposit Account of the undersigned, 
Account No. 503410 (Docket no. 780-A03-012B). 



Customer Number: 33771 
Paul D. Bianco 

FLEIT KAIN GIBBONS GUTMAN BONGINI & BIANCO 

21355 East Dixie Highway, Suite 1 15 

Miami, Florida 33 180 

Tel: 305-830-2600; Fax: 305-830-2605 

e-mail: pbianco@Jfocuso.nip.com 



Respectfully submitted, 




Paul D. Bianco, Reg. # 43,500 
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